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REMAItKS 

Claims 19, 20, 22, 23, and 30 remain in this application with claim 19 in independent 

form. 

Applicant appreciates the withdrawal of the prior §103 rejections and notes that no 
other §103 rejections are outstanding. As such, the only remaining rejections are the instant 
§112 rejections. Assuming the §1 12 rejections are overcome, as discussed below, AppHcant 
expects no further "piecemeal" examination of the instant invention and expects the next 
response to be a Notice of Allowance with no retread rejections being presented. As a 
reminder and as previously discussed at length with the Examiner and Supervisory Patent 
Examiner Morris, the subject application has been pending since December 8, 1999, has been 
handled by three different examiners, has been the subject of three Notice of Appeals, and 
has encountered revolving rejections that disappear and reappear for no stated reasons. 

As a final procedural matter, the Applicant respectfully notes that the substance of the 
current §112 rejections have already been overcome in that the Applicant previously 
presented arguments and the Examiner subsequently dropped the rejections. 

REJECTIONS 

1) The specification and drawings and claim 23 stand rejected imder 35 U.S.C. 
§112, first paragraph, as failing to comply with the written description requirement. The 
Examiner contends that the claims contain subject matter not described in the specification in 
such a way to reasonably convey to one skilled in the art that the inventors, at the time the 
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application was filed, had possession of the claimed invention. Specifically, the Examiner 
contends that the limitation of claim 23, "elastomer layer is bonded to an outer surface of said 
molding", is not directly supported by the original specification and thus, the drawings, 
amended specification, and this limitation are new matter. The Examiner does not articulate 
those portions in the amended specification and figures that are rejected. 

2) Claims 19, 20, 22, 23 and 30 stand rejected under 35 U.S.C. §112, first 
paragraph, as failing to comply with the written description requirement. Specifically, the 
Examiner contends that the specification as originally filed does not provide support for the 
terms "rigid" and "flexible". 

3) Claim 23 stands rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter because the 
Examiner contends the Hmitation "elastomer layer is bonded to an outer surface of said 
molding" is vague and indefinite. Specifically, the Examiner contends that the specification 
lacks any workable embodiment having the structural relationship and that the specification did 
not include any definition regarding which side is an "outer surface" in a workable vehicle 
damping element. 

LEGAL STANDARD FORREJECTIONS UNDER 35 U.S.C §112, 1ST PARAGRAPH 

The Examiner indicates in the rejection that the specification must directly support 
the drawing and amended specification and the limitation of claim 23. Notably, the 
Examiner does not identify where this apparent standard is derived fi-om and the Applicant 
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can find no basis for such a standard in the MPEP, Instead, it is submitted, that the Examiner 
is applying an improper standard and the Examiner has failed to satisfy the requisite burden 
set forth in MPEP 2163.06. MPEP 2163.06 states, "[i]f new subject matter is added to the 
disclosure, whether it be in the abstract, the specification, or the drawings, the examiner 
should object to the introduction of new matter under 35 U.S.C. §§132 or 251 as 
appropriate", however, the Examiner has chosen to reject the amended specification and 
drawings under §112, only, and has not articulated a basis for the rejection. 

Further, for a proper rejection under §112, first paragraph, the Examiner must first 
make ^ prima facie case of non-enablement that is well-grounded in scientific reasoning or 
evidence. An example of a rejection that is not well-grounded is found in In re Curtis, 354 
F.3d 1347, 69 U.S.P.Q.2d 1274 (Fed. Cir. 2004). Only if such a prima facie case is 
adequately articulated will the burden then shift to the applicant to rebut it with additional 
evidence and reasoning. The 35 U.S.C. §112 First Paragraph Enablement Training 
Manual,^ released by the PTO in August 1996, makes this point abundantly clear: 

B. ASSUMPTIONS/BURDENS ON THE EXAMINER 

When rejecting a claim under the enablement requirement of 
section 112, the examiner bears "the initial burden of setting forth a reasonable 
explanation as to why [he/she] believes that the scope of protection provided by 
[the] claim is not adequately enabled by the description of the invention 
provided in the specification." In re Wright, 999F.2d 1557, 1562, 27 

' According to the PTO, new examiner training materials are planned. 66 Fed. Reg. 
1099 (January 5, 2001); 66 Fed. Reg. 1092 (January 5, 2001). The examples set forth herein 
are from the examiner training materials available on the PTO website and were published in 
1 996. See http://www.uspto.gov/web/offices/pac/dapp/mpep_examgmde,html#l 12a, 
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U.S,P.Q.2d 1510, 1513 (Fed. Cir. 1993). To object to a specification on the 
grounds that the disclosure is not enabling with respect to the scope of a claim 
sought to be patented, the examiner must provide evidence or technical 
reasoning substantiating those doubts, 7c/.; and MPEP Section 2164.04. 

Without a reason to doubt the truth of the statements made in the patent 
application, the application must be considered enabling. In re Wright, 999 F.2d 
1557, 1562, 27 U.S.P.Q.2d 1510, 1513 (Fed, Cir. 1993); In re Marzocchi, 
439 F.2d 220, 223, 169 U.S.P.Q. 367, 369 (CCPA 1971). The burden placed on 
the examiner is reflected in the MPEP Section 706.03, 

Accordingly, the case law makes clear that properly reasoned and 
supported statements explaining any failure to comply with Section 112 are a 
requirement to support a rejection. In re Wright, 999F,2d 1557, 1562, 
27U,S.P.Q.2d 1510, 1513 (Fed. Cir. 1993). 

35 U.S.C. § 112 First Paragraph Enablement Training Manual at 5. 

' See, e.g.. In re Curtis, 354 F.3d 1347 (Fed. Cir, 2004), wherein the Board reversed the 
examiner's enablement rejection because the only support for the examiner's position that the 
disclosure of the application would require undue experimentation was that the art was 
unpredictable. "This alone is insufficient in this case." The Federal Circuit affirmed that a 
prima facie case of lack of enablement under 35 U.S.C. § 112, first paragraph was not 
established. 

The Training Manual also points out that, 

Before any analysis of enablement can occur, it is necessary for the examiner 
to construe the claims. For terms that are not well-known in the art, or for 
terms that could have more than one meaning, it is absolutely necessary that 
the examiner select the definition that he/she intends to use when examining 
the application, based on his/her understanding of what applicant intends it to 
mean, and explicitly set forth the meaning of the term and the scope of the 
claim when writing an Office action. 
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35 U.S.C. §112 First Paragraph Enablement Training Manual at 8. 

The Training Manual emphasizes the precept that the absence of a working example, 
as such, does not necessarily compel a conclusion of non-enablement, even in unpredictable 
arts. To wit: 

The lack of working examples is one consideration in the overall 
analysis of lack of enablement. In re Colianni, 561 F.2d at 224, 195 U.S.P.Q. 
at 153. The MPEP, Section 2164.02, states: "[t]he specification need not 
contain an example if the invention is otherwise disclosed in such a manner 
that one skilled in the art will be able to practice it without an undue amount 
of experimentation." 

When considering the factors relating to a determination of non- 
enablement, if all the other factors point toward enablement, then the absence 
of working examples will not by itself render the invention non-enabled. In 
other words, lack of working examples or lack or evidence that the claimed 
invention works as described should never be the sole reason for rejecting the 
claimed invention on the grounds of lack of enablement. A single working 
example in the specification for a claimed invention is enough to preclude a 
rejection which states that nothing is enabled since at least that embodiment 
would be enabled 

The presence of only one working example should never be the sole 
reason for making a scope rejection, even though it is a factor to be considered 
along with all the other factors. To make a valid rejection, one must evaluate 
all the facts and evidence and state why one would not expect to be able to 
extrapolate that one example across the entire scope of the claims. 

35 U.S.C, § 112 First Paragraph Enablement Training Manual at 27. 



Rejection 1 - Amended specification and drawinss and claim 23 

As an initial comment, it is unclear why the Examiner is now rejecting the Drawings 
that he entered on January 7, 2004. The Examiner has not addressed any of the stated 
evidentiary support submitted in the Response filed November 17, 2003 that had previously 
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persuaded the Examiner to enter the Drawings and has not stated why this support is no longer 
persuasive. In fact, the Examiner contends that the Apphcant has not provided any evidentiary 
support in the "Response to Arguments" section of the current rejection. To the contrary, the 
Apphcant has repeatedly identified the areas of the specification as originally filed and provided 
other evidence of what one of ordinary skill in the art would have understood the inventors to 
have possessed and to have regarded as the invention. However, in the current rejection, the 
Examiner has not articulated a single deficiency in the evidence previously submitted. 
Applicant will again demonstrate to the Examiner how this matter is contained in the original 
disclosure; however, the Applicant respectfully refers the Examiner to the November 17, 2003 
response. 

As set forth in MPEP 21 64, 05(b), the relative skill of those in the art refers to the skill 
of those in the art in relation to the subject matter to which the claimed invention pertains at 
the time the application was filed. Where different arts are involved in the invention, the 
specification is enabling if it enables persons skilled in each art to carry out the aspect of the 
invention apphcable to their specialty. In reNaquin, 398 F.2d 863, 866, 158 USPQ 317, 319 
(CCPA 1968). The subject invention involves two different arts: 1) motor vehicle composite 
damping elements and 2) bonding the flexible microcellular polyurethane elastomer layer to 
rigid thermoplastic polyurethane molding. 

One of ordinary skill in the art of motor vehicle composite damping elements, as shown 
by "Fahrwerktechnik: Radaufhangungen", 2""^ Edition, ed. Prof Dipl. -Ing. Jomsen Reimpell, 
Vogel Buchverlag Wurzburg, which is discussed on page 1, lines 23-26, of the specification as 
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originally filed, would understand that the inventors were in possession of complex structures 
forming the damping elements. One of ordinary skill in the art of bonding the flexible 
microcellular polyurethane elastomer layer to rigid thermoplastic polyurethane molding would 
understand that the inventors were in possession of chemically bonding to any surface of the 
rigid thermoplastic polyurethane molding. 

The specification as originally filed has implicit support for any orientation, including 
the elastomer layer boned to an outer or an. inner surface of the molding. Additional support can 
be found at following citations as set forth in the table below. The table includes what is 
believed to be conveyed to one of ordinary skill in the arts at the time of filing. 



Specification 


Disclosure 


Reasonably Conveyed 


Page 1, lines 20-34 


Composite elements based on metals and 
rubber, also generally known as rubber- 
metal composites, are well known. They 
are widely used, for example in the 
running gear of road vehicles, and are 
described, for example, in 
"Fahrwerktechnik: Radaufhangungen", 
2nd edition, ed. Prof Dipl.-Ing. Jemsen 
Reimpell, Vogel Buchverlag Wiirzburg, 
in particular on pages 77, 83, 84, 87, 281, 
286 and 290. Disadvantages of these 
composites are the high density of their 
metal constituents, the relatively short 
service life of the rubber, and also loss of 
adhesion between the rigid and flexible 
elements of the component. It is known 
that this can be improved by using 
adhesion promoters, which are applied as 
liquids to the rigid elements and solidify 
and, where appropriate, have to be 


Well-known rubber-metal 
damping elements include 
a rigid component and a 
flexible component. 

There are issues with loss 
of adhesion between the 
rigid and flexible 
components when formed 
of rubber and metal. 

The rubber component has 
a relatively short service 
hfe. 

The TPU molding has 
characteristics similar to 
the rigid component and 
the microcellular 
elastomer layer has 
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reactivated by heating. These procedures 
for application and reactivation are time- 
consuming and costly and should 
therefore be avoided. 


characteristics similar to 
the flexible component. 


Page 1, lines 36-37 


It is well known that microcellular 
polyurethane elastomers can be used as a 
flexible element replacing the rubber. 


The claimed microcellular 
polyurethane elastomer 
layer replaces the rubber 
flexible element of the 
prior art rubber-metal 
damping elements and as 
such the TPU molding 
replaces the metal 
component. 


Page 4, lines 43-47, 
Page 5, lines 1-5 


The composite elements are preferably 
produced in molds into which the TPU 
(i) is preferably placed in the form of a 
molding. The reaction of the starting 
components or preparing (ii) takes place 
in direct contact with (i), so that the 
reaction of the starting components 
produces a bond between (i) and (ii). The 
internal walls of the molds, in particular 
those which come into contact with the 
starting components for preparing (ii), 
may preferably be provided with a 
conventional mold-release agent, (ii) is 
particularly preferably prepared in a 
closed mold, preferably with a degree of 
compaction of from 1.1 to 8, particularly 
preferably from 2 to 6. 


The flexible microcellular 
polyurethane elastomer 
layer is chemically bonded 
to and in direct contact 
with the rigid TPU. 


Page 9, lines 4-16 


The novel composite elements are 
preferably used as damping elements in 
motor vehicle construction, for example 
in automotive construction as transverse 
link bearings, rear-axle subframe 
bearings, stabilizer bearings, longitudinal 
link bearings, spring-strut support 
bearings, shock-absorber bearings and/or 


The flexible microcellular 
polyurethane elastomer 
layer and the rigid TPU 
show improved adhesion 
and mechanical properties 
comparable to traditional 
rubber-metal damping 
elements, 
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bearings for triangular linlcs. 

The novel composite elements, in 
particular the damping elements, have 
not only markedly improved adhesion 
between the thermoplastic polyurethanes 
(TPUs) (i) and the microcellular 
polyurethane elastomers (ii) but also 
improved mechanical properties of (i), in 
particular in relation to abrasion and 
tensile strength. 


The composite element 
has different 
configurations/orientations 
depending upon the 
particular use and 
environment of the 
composite element. 


Page 9, lines 22-27 


The mixes described in Table 1 were 
reacted in a reactive extruder using the 
parameters given in Table 2 to give 
thermoplastic polyurethanes. This TPU 
was then used to produce test specimens 
of dimensions 120 mm x 30 mm x 5 mm. 
The properties of the TPUs and, 
respectively, of the test specimens are 
given in Table 2. 


Rigid TPU was formed 
into test specimens. 


Page 10, lines 14-36 


The method of producing the composite 
elements was to place the cleaned 
specimens individually into a mold and 
introduce a reaction mixture into the 
mold. The microcellular polyurethane 
was produced in direct contact with the 
TPU. The mold temperature was 60°C. 

The reaction mixture used to prepare the 
microcellular polyurethanes was a 
system as set out in Kunststoffliandbuch, 
Vol. 7, "Polyurethane", ed. Giinter 
uenei, jvq ecm., lyyj, uan-rianser- 
Verlag, page 428, Example 5. 

The composite elements produced had 
densities of 600 g/cm3. They were then 
annealed for 16 hours at 1 10°C, and their 
properties were tested after a further 5 to 


More than one rigid TPU, 
i.e., specimens, was used 
to form the test specimens 
having the microcellular 
polyurethane produced in 
direct contact with the 
TPU. The orientation of 
the test specimen was such 
that the TPU specimens 
could be pulled in 
opposite directions. 

The test specimens likely 
have a different 
configuration and/or 
orientation than the well- 
known rubber-metal 
damping elements 
depending upon the 
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21 days. In particular, the ultimate tensile 
strength of the composite elements and 
the nature of their fracture were tested. 
The advance rate in the tensile test was 
20 mm/min. The composite elements 
consisting of two TPU specimens which 
had been adhesive-bonded by 
microcellular polyurethane were clamped 
into the machine via the TPUs in such a 
way that they could be subjected to 
tensile and shear stresses until they 
fractured. For this the TPU specimens 
were pulled in opposite directions at the 
stated advance rate. Table 3 gives the 
properties of the composite elements. 



particular application. 



Applicant submits that it is the bonding between the TPU molding and elastomer layer 
that improves upon the well-known metal-rubber damping elements and not specifically the 
orientation of the TPU molding and elastomer layer. Even though the subject application 
formed test specimens to perform the necessary tests, the orientation and configuration is 
dependent upon the particular application of the composite element. Whichever specific 
configuration is used, i.e., inner surface of the molding or outer surface of the molding, the 
claimed flexible microcellular polyurethane elastomer layer is being chemically bonded to and 
in direct contact with at least one surface of the rigid thermoplastic polyurethane molding and it 
is believed that this interface is what provides the desired performance of the damping element. 

Very few structures exist that only have a single surface, such as a sphere. As such, one 
of ordinary skill in the art of damping elements at the time of filing would expect the composite 
damping element, and specifically, the TPU molding, to have at least two surfaces. Since one 
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of ordinary skill in the art would expect the rigid thermoplastic polyurethane molding to 
comprise multiple surfaces, the subject application reasonably conveyed to the one of ordinary 
skill in the relevant art that the flexible microcellular polyurethane elastomer layer is bonded to 
these surfaces, 

AppUcant has demonstrated that the subject invention was a replacement for well-known 
metal-rubber damping elements as reflected in "Fahrwerktechnik: Radaufliangungen", Exhibit 
A. Thus, one of ordinary skill in the art of damping elements would find adequate support for 
the structural element "elastomer layer is bonded to an outer surface of said molding" of claim 
23. All of these well-known metal-rubber damping elements are complex shapes that have 
more than one surface. Necessarily, these shapes have inner and outer surfaces. Therefore, one 
of ordinary skill in the relevant art would reasonably understand that the inventors possessed 
bonding the flexible microcellular polyurethane elastomer layer to the rigid thermoplastic 
polyurethane molding. 

Specifically, AppHcant directs the Examiners attention to pages 13, 205, 369 and 370 
which are attached. Apphcant is merely referring to Exhibit A to illustrate numerous prior art 
damping elements having different orientations and configurations of the rigid metal and 
flexible rubber. Applicant is not contending that the subject invention withstands the same 
forces as those disclosed in Exhibit A, simply that prior art damping elements are well known. 
Page 13 illustrates one damping element, shown as a shock-absorber bearing in Figure 1.10, 
having rubber supported both on an inner face of one metal component and an outer face of 
another metal component, Referring now to Figure 3.85 on page 205, a transverse link bearing 
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is shown having two rubber parts 4 around a metal inner tube 1 . The rubber 4 is vulcanized to 
and surrounds an outer face of the inner tube 1 and an inner face of the ring 2, With reference to 
Figure 5.45 on page 369, an eye-type joint for a shock-absorber is shown having rubber 
surrounding an outer face of a metal tube and adhered to an inner face of a metal plate. Figure 
5.46 on page 370 illustrates a pin-type joint that includes rubber on an inner face of one metal 
plate and an outer face of another metal plate. 

It is clear from the types shown in Exhibit A that the inventors possessed using the 
invention as a replacement for well-known rubber-metal damping elements, Figures 1-3 
illustrate general types of well-known damping elements wherein the traditional metal 
component is replaced with the TPU molding and the rubber component is replaced with the 
flexible microcellular polyurethane elastomer layer. The specification as originally filed in 
combination with what one of ordinary skill in the automotive damping elements and bonding 
technology would reasonably conclude support Figures 1-3 and as such, Figure 1-3 are not 
new matter. 

The Examiner cites to page 10, lines 30-31, of the specification as originally filed and 

merely concludes that this clearly shows elastomer bonded to an inner surface. In support of the 

§112, first paragraph rejection, the Examiner contends that claim 22 is supported as evidenced 

by page 10, lines 30-31, which are reproduced in full below: 

tensile test was 20mm/min. The composite elements consisting of two TPU 
specimens which had been adhesive-bonded by microcellular 

Page 10, lines 30-31 from the specification as originally filed. 
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However, the Examiner fails to cite and/or consider the remainder of the paragraph and 

fails to view the paragraph as a whole for what the subject invention reasonably conveys to one 

of ordinary skill in the art. Applicant directs the Examiner's attention to page 10, line 30 

beginning with "The composite" through line 36, which is reproduced below: 

The composite elements consisting of two TPU specimens which had been 
adhesive-bonded by microcellular polyurethane were clamped into the machine via 
the TPs in such a way that they could be subjected to tensile and shear stresses until 
they fractured. For this the TPU specimens were pulled in opposite directions at the 
stated advance rate. Table 3 gives the properties of the composite elements. 

Page 10, lines 30-36 from the specification as originally filed. 

As set forth in MPEP 2164,02, compliance with the enablement requirement of 35 

U.S.C. 1 12, first paragraph, does not turn on whether an example is disclosed, An example may 

be "working" or "prophetic." A working example is based on work actually performed, A 

prophetic example describes an embodiment of the invention based on predicted results rather 

than work actually conducted or results actually achieved. An applicant need not have actually 

reduced the invention to practice prior to filing. In Gould v. Quigg, 822 F.2d 1074, 1078, 3 

USPQ 2d 1302, 1304 (Fed. Cir. 1987), as of Gould's filing date, no person had built a light 

amplifier or measured a population inversion in a gas discharge. The Court held that "[t]he mere 

fact that something has not previously been done clearly is not, in itself, a sufficient basis for 

rejecting all applications purporting to disclose how to do it." 822 F.2d at 1078, 3 USPQ2d at 

1304 (quoting In re Chilowsky, 229 F.2d 457, 461, 108 USPQ 321, 325 (CCPA 1956)). 
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The specification need not contain an example if the invention is otherwise disclosed in 
such manner that one skilled in the art will be able to practice it without an undue amount of 
experimentation. In re Borkowski, 422 F.2d 904, 908, 164 USPQ 642, 645 (CCPA 1970). 

In view of MPEP 2164.02, it is not necessary to provide workable embodiments are 
improperly reUed upon by the Examiner. Applicant disagree that this example, cited by the 
Examiner, limits the invention. This example was utilized to determine the strength of the bond 
of the microcellular polyurethane to the TPU. hi fact, this example adequately describes the 
configuration of one of the prior damping elements described above on page 369 of Exhibit 
having rubber contacting the inside of one metal part and contacting the outside of another metal 
part. Thus, the passage identified by the Examiner does not exclude the limitation of "elastomer 
layer is bonded to an outer surface of said molding" and in fact supports Applicant's arguments 
that such a limitation was described in sufficient detail that one skilled in the art could 
reasonably conclude that the inventor had possession of the claimed invention. 

Those of ordinary skill in the art, upon reading the subject application, specifically, page 
9, lines 4-9, in view of knowledge common to those skilled in the art, as evidenced by 
"Fahrwerktechnik: Radaufhangungen", Exhibit A, would find adequate support for the 
structural element "elastomer layer is bonded to an outer surface of said molding" of claim 23. 
Thus, it is appreciated that those of ordinary skill in the art recognize that the necessary 
structure, or configuration, to replace any such prior art rubber-metal composites is inherent 
in the composite damping element of the subject invention. Accordingly, it is believed that 
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the 35 U.S.C. §112, first paragraph rejection of the amended specification, Figures 1-3, and 
claim 23 is overcome. 

Rejection 2 - Claims 19. 20 22, 23. and 30 

The prior art rubber-metal composite used in the shock-absorber of the motor vehicle 
has the metal portion supported by a shaft within the shock-absorber and the rubber portion 
positioned to absorb and dampen vibrations received by the shock-absorber. The rigid 
thermoplastic polyurethane molding has replaced the metal component and the flexible 
microcellular layer has replaced the rubber component. As discussed at length in the 
specification as originally filed, these prior art rubber-metal composites have disadvantages 
that include high density of the metal constituents, short service life of the rubber, and loss of 
adhesion between the rigid metal and the flexible rubber (see page I, lines 20-34 of the 
originally filed specification recited above). The subject invention overcomes these 
disadvantages. 

The difference between a rigid thermoplastic polyurethane molding and a flexible 
microcellular polyurethane elastomer layer as used in the context of the subject invention are 
clear to one of ordinary skill in the art. The rigid thermoplastic polyurethane molding is 
replacing a metal component. The metal component is rigid, even though metal can be liquid if 
exposed to high enough temperatures as contended by the Examiner. In the prior art, the metal 
component supports the rubber component. Rubber is well known by those of ordinary skill in 
the art of damping elements to be flexible, especially in applications that dampen vibrations 
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between two components. The flexible microcellular polyurethane elastomer layer replaces the 
rubber of the prior art damping elements. 

Webster dictionary defines rigid as "very firm rather than pliant in composition or 
structure : lacking or devoid of flexibility : inflexible in nature" and defines flexible as 
"characterized by ready capability for modification or change, by plasticity, phancy, 
variability, and often by consequent adaptability to new situations". 

The terms "rigid" and "flexible" are inherent within the description of the subject 
invention being a replacement for well-known rubber-metal damping elements. As fiirther set 
forth in MPEP 2163.07(a), by disclosing in a patent application a device that inherently 
performs a function or has a property, operates according to a theory or has an advantage, a 
patent application necessarily discloses that function, theory or advantage, even though it 
says nothing explicit concerning it. The application may later be amended to recite the 
function, theory or advantage without introducing prohibited new matter. In re Reynolds^ 443 
F.2d 384, 170 USPQ 94 (CCPA 1971); In re Smythe, 480 F. 2d 1376, 178 USPQ 279 (CCPA 
1973). 

Applicant submits that the specification, as referenced above, explicifly states the 
advantage and function of the claimed invention comprising the rigid TPU molding and flexible 
elastomer. Moreover, even if the Examiner contends that these terms are not explicitly stated. 
Applicant argues that these terms would be reasonably conveyed to one of ordinary skill in the 
art of damping elements and bonding technology based upon the disclosure of the function and 
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advantage of the claimed composite damping elements. As such, the §112 rejection, first 
paragraph of claims 19, 20, 22, 23, and 30 is overcome. 

LEGAL STANDARDS FOR REJECTIONS UNDER 35 US. C. §112, 2ND PARAGRAPH 

As set forth in MPEP 2171, the second paragraph of 35 U.S.C. 112 sets forth two 
separate requirements (A) the claims must set forth the subject matter that appHcants regard 
as their invention; and (B) the claims must particularly point out and distinctly define the 
metes and bounds of the subject matter that will be protected by the patent grant. 

The first requirement is a subjective one because it is dependent on what the 
applicants regard as their invention. The second requirement is an objective one because it is 
not dependent on the views of applicant or any particular individual, but is evaluated in the 
context of whether the claim is definite - i.e., whether the scope of the claim is clear to a 
hypothetical person possessing the ordinary level of skill in the pertinent art. 

A seminal case on the construction of the second paragraph of § 112 is In re 
Borkowski, All F.2d 904, 164 U.S.P.Q. 642 (C.C.P.A. 1970), where the CCPA observed: 

The first sentence of the second paragraph of § 112 is essentially a requirement 
iox precision and defmiteness of claim language, If the scope of subject matter 
embraced by a claim is clear, and if the applicant has not otherwise indicated that 
he intends that claim to be of a different scope, then the claim does particularly 
point out and distinctly claim the subject matter which the applicant regards as 
his invention. 

Id, at 909, 164 U.S.P.Q. at 645-46 (footnote omitted). 
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It is clear from the above-cited language of Borkowski that the second paragraph of 
§ 112 contains two requirements: 

• The first requirement calls for precision and definiteness. In other words, one skilled 
in the art must be able to tell with a reasonable degree of certainty whether his or her 
conduct is within or outside the scope of the claim. Simply stated, the claims must 
not be "vague or indefinite" and must clearly set out the boundaries of the subject 
matter for which protection is granted by the patent. 

• The second requirement, is that the claims must be directed to the subject matter that 
the applicant regards as his or her invention. This means not only that an applicant 
may claim whatever he or she regards as his or her invention, but also that an 
appHcant may not claim subject matter that he or she does not regard as his or her 
invention. 

Consequently, a claim that is understandable to one skilled in the art and that defines 
subject matter that applicant regards as the invention meets the requirements of 35 U.S.C. 
§ 1 12, second paragraph. Stated another way, all that is required by the second paragraph of 
§ 1 12 is that the claims set out and circumscribe a particular area that the appUcant regards as 
the invention with a reasonable degree of precision and particularity. 
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Rejection 3 - Claim 23 

Applicant respectfully incorporates the description above regarding the rejection of 
claim 23 under §112, first paragraph. Specifically, the subject invention involves to different 
arts, 1) motor vehicle composite damping elements and 2) bonding the flexible microcellular 
polyurethane elastomer layer to rigid thermoplastic polyurethane molding. 

One of ordinary skill in the art of motor vehicle composite damping elements, as shown 
in Exhibit A, would understand that the inventors were in possession of damping elements that 
comprised complex structures to replace well-known rubber-metal damping elements. One of 
ordinary skill in the art of bonding the flexible microcellular polyurethane elastomer layer to 
rigid thermoplastic polyurethane molding would understand that the inventors were in 
possession of chemically bonding to any surface of the rigid thermoplastic polyurethane 
molding, 

Moreover, as was specifically discussed in the prior telephonic interview with the 
Examiner, Applicants have provided numerous examples of well known motor vehicle damping 
elements, presented as Exhibit A. Again, the inclusion of this reference was merely to illustrate 
numerous prior art danping elements having different orientations and configurations of the 
rigid metal and flexible rubber. The rubber is veiy clearly shown adhered to inner and outer 
surfaces of the rigid metal as would be understood by one of ordinary skill in the art of 
automotive damping elements. Thus, the inventors at the time of the invention were in 
possession of the flexible microcellular polyurethane elastomer layer being bonded to inner and 
outer surface of the rigid thermoplastic polyurethane molding. 

H&HFile: 065205.00133 - 22 - 
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The Examiner concedes that the specification as originally filed has support for the TPU 
molding having an inner surface, which is also discussed above. For every TPU molding that 
has an inner surface, the TPU molding must also have an outer surface, A TPU molding could 
not exist as only an inner surface. Therefore, the TPU molding must also have an outer surface. 
If the TPU molding has both an inner surface and an outer surface, by placing the TPU molding 
in the mold, the flexible elastomer layer may be bonded to the outer surface of the molding. 

In view of the above, it is submitted that the limitation "elastomer layer is bonded to an 
outer surface of said molding" is not vague and is definite and would be understood by one of 
ordinary skill in the art upon reading the specification. Therefore, the §112, second paragraph 
rejection of claim 23 should be withdrawn. 

CONCLUSION 

For the reasons set forth above, it is believed that the §112 rejections should be 
withdrawn and claims 19, 20, 22, 23, and 30 are believed to be allowable. 
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It is respectfully submitted that the Application is now presented in condition for 
allowance, which allowance is respectfully solicited, Applicant believes that no fees are due, 
however, if any other or additional fees become required, the Commissioner is hereby 
authorized to charge such fees or credit any overpayments to Deposit Account 08-2789. 



Respectfully submitted, 

HOWARD & HOWARD ATTORNEYS, P.C. 

/Kristopher K. Hulliberger/ 

Kristopher K. Hulliberger, 53,047 

The Pinehurst Office Center, Suite #101 
39400 Woodward Avenue 
Bloomfield Hills, Michigan 48304 
(248) 723-0453 



April 28. 2008 
Date 
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Rg. 3.85 Mounting of the anti-roll bar fitted at the front in the transverse links on 
the Audi 6 (built until 1 996) (Fig. 1 .57}. The two rubber parts in the suspension control 
arms are vulcanized to the inner tube 1 and ring 2. Under the influence of longitudi- 
nal forces 8, one part comes into contact at the dome-shaped washer 3 and the 
other part relaxes. As can be seen on the left, the rubber part 4 projects beyond the 
sleeve 1 ; when fitted this achieves the necessary pre-tensiontng. Ring 2 ensures that 
it sits firnnly in the suspension control arm, so that the mounting can transmit verti- 
cal forces without complying too much. The diagrams show the longitudinally 
progressive characteristic cun.'e and the almost vertical linear characteristic cun/e of 
both bearings when fitted (illustration: Lemforder Fahrwerktechnik}. 



^f f'^ '^^^ eye-type joint has 35 mm to 36 mm 
outside diameter, a hole of 10-- mm onr^-^frZ^ 

angles^are a/2 = ±15 and the cardan (conical) angles 




distortion. When the vehicle is running, and prexnature shock absorber wear be 
5.6.7.2 Eye-type joints 

sometin.es also known' sVriagTo nfS^^^^^^ eye-type joint' 

IS 32 mm wide. 35 mm to 36 mm Smpf^^«« J k ?n ''^^ Passenger cars 
hole with a +0.15 mm tolerance mtTfsT u ' '""^ ^2 mm fixing 
the shock absorber oT f Ses al^.ii'^'"^''^^^ ''°P^ ^''^'^ 

40-60 mm wide joints ma^Te'neS^L; (ptf 5 29^^^ ^'^^ 
betltTi'^^^^^^^^^^^^ 

beads at both sides as a measu rtS^^^^^^^ ^^''^^ P'^ has 

moving. The size mostly S and shown l ^ ^n i« 
angles up to a/2 = ±15° aid ca?dantnnLn "'^^"^on allows twisting 

5.6.7.3 Pin-type joints 

5.46 and 5.40). This allows d;vSio„sfp tfA^ 

two rubber snubbers, one above and one bdow thi f • consists of 

be separated or manufactured !n one plecf^^ '/nn.,"^ "^T' ^^^^ 
usually has a cold^formed 10 mmTaS and an M lo"x Jh' 
The rubber parts are pre-tensioned vi« a Hich»H u 1 ^'"^^^^ ^*the end. 
figures) using a self-Lk^S^rt S nu^'^^^^^ 3" ^ ' " 
lower edge of washer and the damner whS? "'"'^"''^ "^^'^^^n the 

be achieved using a Lose spacerTb ' (ustni'ofT^r' f""'^'^^'^' 
mm outside diameter)orby'n.ean:taS^^^^^^ 
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Fig. 5.46 On a pin-type joint, tlie preload on 
the rubber parts sliould be ensured by a spacer 
tube. Usually this has a wall thickness of 2 mm 
and 14 mm outside diameter. To avoid contact it 
the location hole, the upper snubber can be 



centred by a washer. A self-locking nut is 



frequently used for clamping the parts together 
(illustration: Sachs), 



From a design perspective, it must be ensured that even at its greatest 
compression and twist, the side of the pin or the spacer does not come into 
contact witli the bodywork or axle; this would lead to unpleasant noises and 
increased bending stress. As shown in Fig. 5.46 on the upper snubber, contact 
can be avoided by the use of a washer, the outer collar of which surrounds the 
rubber part and grips into the hole with an edge that is turned downwards, In the 
case of the lower snubber, the same effect is achieved by a vulcanized collar. The 
fixing point itself can also be designed as a 'shim'. 



5.6.8 Stops and supplementary springs 

Installation of any end-stops means both the damper and the suspension strut 
increase in length and there must be enough space in the vehicle to allow this, 

5.6.8,1 Jounce stop 

Figure 5,43 shows the maximum jounce force 1.45 kN at vo.max = 0.52 m s\ 
However, piston speeds of 3 m s"' can occur, which lead to higher forces. If these 
forces can no longer be absorbed hydraulically in the shock absorber valves, 
jounce stops come into action (Fig. 5.9). On passenger cars and light commer- 
cial vehicles, the most economic solution is to locate the elastic limitation of the 
jounce travel or the 'hydraulic stop' in the damper (see also Sections 5.3 and 
8.3,1 iuRef. [5] ). 

The other advantage is that the slight springing effect of the top and bottom 
damper mountings can be additionally used to damp the jouncing wheel, and so 
a relatively flat, more easily manufactured bumper 5 made of rubber, 
polyurethane or Viton, polyaraide or a similar plastic is completely adequate 
(Figs 5.47 and 5.26). All that is needed to fit this is a groove turned into the 
piston rod in which the collar on the stop disc 4 is rolled or a lock washer 
inserted. 

In the twin-tube system, when the piston rod is extended, the snubber 5 comes 
into contact with the piston rod guide 6 which is smooth at the bottom (Fig. 
5.47), or into contact with a disc 8 protecting the set of gaskets on monotube 
dampers (Fig. 5.32). Figure 5.48 shows the shapes and the progressive springing 
curve of the 4-12 mm high snubbers. 



